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DETAILED ACTION 

Claims 1-23 are currently pending in the instant application. Applicants have 
added new claim 23 in an amendment filed on March 25, 2008. The indication that 
claims 4,5,17 and 22 were allowed in the previous Office Action has been withdrawn. 

I. Response to Arguments 

Applicant's amendment, filed on March 25, 2008, has overcome the rejection of 
claims 6-11,1 4-1 6 and 1 9 under 35 USC 1 1 2, second paragraph as being indefinite for 
the term "stabilizing ligand". The above rejection has been withdrawn. 

Applicant stated that claim 12 was cancelled because it was withdrawn from 
consideration but Applicant has failed to cancel in the claim in the amendments to the 
claims. 

II. Rejection(s) 

Claim Rejections - 35 USC §112, 2 nd paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4-11 and 17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Specifically, the chiral bidentate phosphine 
ligand listed in claims 4 and 17 are referred to by names that do not clearly define the 
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structure of each ligand. The examiner must refer to the specification to find the 
structures of the various compounds being referred in claims 4 and 17. A claim 
referring to the specification is improper except in rare instances and fails to particularly 
point out the subject matter that applicant regards as the invention. Ex parte Fressola , 
27 USPQ 2d 1608 (1993). To overcome the rejection, Applicants need to insert the 
structures of each ligand disclosed in claims 4 and 17. The structures are found on 
pages 6-7 of the specification. 

Claims 6-11, 14 and 15, are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. A broad range or limitation together with a 
narrow range or limitation that falls within the broad range or limitation (in the same 
claim) is considered indefinite, since the resulting claim does not clearly set forth the 
metes and bounds of the patent protection desired. See MPEP § 2173.05(c). Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render 
a claim indefinite by raising a question or doubt as to whether the feature introduced by 
such language is (a) merely exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, for example, the decisions 
of Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. 
App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present 
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instance, claims 6 and 14 recite the broad recitation diene and the claim also recites 
alkene and arene which is the narrower statement of the range/limitation. 

Claim 22 recites the limitation "R is hydrogen, alkyl, cycloalkyl, aryl or aralkyl" 
which is dependent on claim 1 but hydrogne is not found in the definition of variable R in 
claim 1 . There is insufficient antecedent basis for this limitation in the claim. 

III. Objections 

Claim Objections 

Claim 1 is objected to because of the following informalities: Applicant inserted 
the limitation "that is a stabilizing" in claim 1 but the amendment is grammatical incorrect 
and the limitation should read "that is stabilizing". 

IV. Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Shawquia Young whose telephone number is 571- 
272-9043. The examiner can normally be reached on 6:30 AM-3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on 571-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Shawquia Young/ 
Examiner, Art Unit 1626 



/Kamal ASaeed, Ph.D./ 
Primary Examiner, Art Unit 1626 



